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7 and are therefore subject to rejoinder pending allowance of the product claims in accordance with 
MPEP § 821.04 and in re Ochiai. 



Priority 

The Examiner stated that based on Applicant's priority statement filed on September 3, 2002 
and an inspection of the parent application USSN 09/299,708 (filed on April 26, 1999), the Examiner 
concluded that the subject matter defined in claims 1-6 of the instant application has an effective filing 
date of January 10, 2001 (the filing date of the current application). This conclusion was based on the 
Examiner allegation that while the prior application disclosed the nucleic acid sequence of SEQ ID 
NO: 2 encoding the polypeptide of SEQ ID NO: 1, it fails to provide a patentable utility for the claimed 
invention. 



35 U.S.C. § 102(a) Rejection of Claims 1. 2. 4 and 5 

The Examiner has maintained the rejection of claims 1, 2, 4 and 5 under 35 U.S.C. § 102(a) as 
anticipated by Pallavicini et al. (December 21, 2000) for the reasons of record. The Examiner stated 
that, for the reasons cited above, the effective filing date of the current application has been determined 
to be January 10, 2001, and therefore the rejection is maintained. 

Applicants submit that the Examiner has presented no evidence or sound scientific reasoning to 
support his allegation that the claimed invention is not supported by a patentable utility in the priority 
application cited under U.S.C. § 120, and therefore do not acquiesce to the grounds of the rejection. 
However, applicants submit with this a response a declaration under 37 CFR 1.131 signed by the sole 
inventor on the instant application, Dr. Michael G Walker, demonstrating that the claimed invention was 
conceived prior to the critical date for Pallavicini et al., December 21, 2000, and was diligently reduced 
to practice beginning from a time prior to December 21, 2000 until the filing date of the instant 
application, i.e., its constructive reduction to practice on January 10, 2001. Applicants therefore 
submit that Pallavicini et al. do not anticipate the claimed invention as recited in claims 1, 2, 4 and 5 
and request withdrawal of the rejection of these claims under 35 U.S.C. § 102(a). 



35 U.S.C. § 103(a). Rejection of Claims 3 and 6 
103075 2 



09/758,593 



^ Docket No.: PC-0025 CIP 

The Examiner has maintained the rejection of claims 3 and 6 under 35 U.S.C. § 103(a) as 
being unpatentable over Pallavicini et al. in view of Raju (U.S. Patent No. 6,261,818, filed April 14, 
1999) for the reasons of record as set forth in the previous Office Action mailed May 9, 2002. 

Applicants response to the rejection of claims under 35 U.S.C. § 102(a) as being anticipated 
by Pallavicini et al. have been discussed above. Raju does not teach or suggest a polynucleotide 
encoding SEQ ID NO:l as recited in claim 1 and dependent claims 3 and 6. Applicants submit that for 
there to be a proper prima facie case of obviousness to a claim, the reference, or combination of 
references must teach or suggest all the claim limitations. Since Raju does not teach or suggest a 
polynucleotide encoding SEQ ID NO:l, Applicants submit that there is no proper prima facie case of 
obviousness against claims 3 or 6, and withdrawal of the rejection under 35 U.S.C. § 103(a) is 
therefore requested. 
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CONCLUSION 



In light of the above declaration and remarks, Applicants submit that the present application is 
fully in condition for allowance, and request that the Examiner withdraw the outstanding rejections. 
Early notice to that effect is earnestly solicited. Applicants further request that upon allowance of claims 
1 and 3, that claims 7-12 be rejoined and examined as methods of use of the compositions of matter of 
claims 1 and 3 that depend from and are of the same scope as claims 1 and 3 in accordance with 
Ochiai and Brouwer. See MPEP § 821 .04 and the Commissioner's Notice in the Official Gazette of 
March 26, 1996. 

If the Examiner contemplates other action, or if a telephone conference would expedite 
allowance of the claims, Applicants invite the Examiner to contact Applicants' Agent of Record, below. 

Applicants believe that no fee is due with this communication. However, if the USPTO 
determines that a fee is due, the Commissioner is hereby authorized to charge Deposit Account No. 
09-0108, as set forth in the enclosed fee transmittal letter. 



Respectfully submitted, 



INCYTE GENOMICS, INC. 



Date: 




0<il 



David G. Streeter, Ph.D. 
Reg. No. 43,168 

Direct Dial Telephone: (650) 845-5741 



3 160 Porter Drive 
Palo Alto, California 94304 
Phone: (650) 855-0555 
Fax: (650) 849-8886 
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Title: ANKYRIN REPEAT DOMAIN 2 PROTEIN VARIANT 



Serial No.: 09/758,593 
Examiner: Li, R. 



Filing Date: 
Group Art Unit: 



January 10, 2001 
1646 



Washington DC 20231 



Commissioner for Patents 



DECLARATION UNDER 37 CFR 1.131 



Sty, 




The purpose of this declaration is to establish conception combined with diligence in this 
application in the United States at a date prior to the earliest public availability date (December 21, 2000)) 
of the following prior art reference cited by the Examiner: Pallavicini et al. (GenBank Accession No. 
AJ304805, December 21, 2000). 

I the undersigned inventor, Michael G. Walker declare and state that: 

1. I am the inventor on the polynucleotide invention, claims 1, 2, 4 and 5 claimed in USSN. 
09/758,593, filed in the United States Patent and Trademark Office on January 10, 2001 This application 
is a continuation-in-part of USSN. 09/299,708, filed on April 26, 1999 

2. The invention, claimed at least in pending claims 1, 2, 4 and 5 of the above-identified 
application, was conceived prior to December 21, 2000, in this country. 

3. The invention was diligently reduced to practice from the conception of the invention to the 
filing of the above-identified application, USSN.09/758,593 

4. Exhibit A is a copy of pp.26 and 37 of the Sequence Listing for USSN 09/299,708,filed on 
April 26, 1999, showing the polynucleotide (SEQ ID N0.48) and its encoded protein, (SEQ ID NO:62) for 
Incyte ID No. 5578191 corresponding to SEQ ID NO:2 and SEQ ID NO:l, respectively, of the instant 
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application. (Please note that in this and subsequent Exhibits, technical and other information not relevant 
to this Declaration have been blocked out.) Exhibit A therefore shows conception of the claimed 
invention prior to the critical date of December 21, 2000 Following conception, the claimed invention was 
diligently reduced to practice, as detailed below. 

5. Exhibit B is a copy of a docket sheet, dated November 9, 2000, documenting the assignment of 
a docket number to the above-identified application in anticipation of filing. It is standard practice at 
Incyte that assignment of a docket number occurs concurrently with drafting and preparation of the 
application. 

6. Exhibit C is a database printout dated December 4, 2000 showing the Tissue distribution 
analysis for SEQ ID NO:2 from the LIFESEQ database, data that was used to generate Figure 3A of the 
specification. 

7. Exhibit D is a database printout also dated December 4, 2000 showing the expression of SEQ 
ID NO: 2 in tissue libraries from the musculoskeletal system in the LIFESEQ database, data that was used 
to generate Figure 3B of the specification. 

8. Exhibit E is a copy of the Official Filing Receipt indicating that the above-identified application 
was filed with the U.S.P.T.O. on January 10, 2001. 

8. The above Exhibits demonstrate conception of the present invention prior to the critical date of 
December 21, 2000 Additionally, the above Exhibits show diligence in reducing the present invention to 
practice from prior to December 21, 2000, until the filing date of the above-identified application, i.e., the 
constructive reduction to practice on January 10, 2001. 
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9. The undersigned further declares that all statements made herein of my own knowledge are 
true, and that all statements made on information and belief are believed to be true, and that these 
statement were made with the knowledge that willful false statements and the like so made are punishable 
by fine, imprisonment, and/or both under Section 1001 of Title 18 of the United States Code, and that such 
willful false statement may jeopardize the validity of any application or patent issued thereon. 





Michel G. Walker 
1050 Borregas Avenue #80 
Sunnyvale, California 94089 
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<212> DNA 

<213> Homo sapiens 
<220> - 

<223> 5578191CB1 
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<400> 48 

cagctcgagg 

cgagcagcgg 

gctgcccatg 

cctgcagaag 

gatcatcgat 

gaagcgggac 

ccctgtggat 

gaagttcctg 

gcaccgagct 

cactgtggac 

ccacttagag 

gctgctgagc 

ctttctatcc 

tgacgctgtg 

catgatgacc 

tgatacccgg 

gcctaatgat 

agcccagcca 

cggagctaac 

accacaataa 



gacggcacca 
ctggcacagg 
gacttgctgg 
gtgaagggcc 
gtgggcggga 
gctctggccg 
gaggagacct 
gctgacgggg 
tccctggaag 
ttccaggatc 
gtggtgaaac 
accccgctgc 
ctgggcctgg 
aggctcaacc 
aagaacctgg 
cacgccctgg 
agtgggcgag 
gctacccagc 
tgagggccca 
aaaagctg 



tggaggactc 

aggaggagaa 

tgctggagga 

aagagcgcgt 

tccagaacct 

cctcgcatga 

tcctgaaagc 

ggtcagccga 

gccacatgga 

ggctggactg 

ttctgcaaag' 

acgtggcagt 

aaatcaatgc 

gctacaaaat 

caggaaagac 

agcatcctga 

agacccctca 

ccctctctgt 

gccttttttc 



cgaggcggtg 
tgagaaactc 
tgagaagcac 
gcgcaagacg 
catcgagctg 
gccgccccca 
tgcggtggag 
cacgtgcgac 
aatcctggag 
cacagccatg 
ccatggagca 
ccggacaggg 
cagagacagg 
catcaaactg 
cccgacggac 
gccgggggct 
gcctgtgcca 
gtgcagccgg 
tgcatgatcc 



cagagggcca 
cgaggagaca 
cacggggctc 
tccctggacc 
cggaagaaac 
gagcccgagg 
gggaaaatga 
cagttccgtc 
aagcttctag 
cattgggcct 
gacaccaatg 
caggtggaga 
gaaggggata 
ctgctcctgc 
ctggtgcagc 
gagcataacg 
gcccagtgaa 
agggtcctaa 
aggagcacat 



cagcgctcat 
cacgccagaa 
agagtgcagc 
tgcggcggga 
gcaagcagaa 
agatcactgg 
aggtcattga 
ggacagcact 
ataatggggc 
gccgcggggg 
tgagggataa 
ttgtggagca 
ctgccctgca 
atggggctga 
tctggcaggc 
ggctggaggg 
tgcgtgcccc 
gaatggctcc 
accacaaact 



60 
120 
180 
240 
300 
360 
420 
480 
540 
600 
660 
720 
780 
840 
900 
960 
1020 
1080 
1140 
1158 



<210> 49 
<211> 70 
<212> PRT 

<213> Homo sapiens 
<220> - 

<223> 3601719CD1 
<400> 49 

Met Leu Glu Pro Ser Arg Gin lie Ser lie Phe Gin Trp Glu Pro 
15 10 15 

Phe Gly Gin Glu Gin Val Asn Pro Pro Glu Glu Lys Asn Val Leu 

20 25 30 

Leu Lys Trp Arg Arg Val Phe Leu Pro Pro Arg Met Arg Arg Arg 

35 40 45 

Ser Gin Phe Gin Glu Arg Arg Asn Phe Gin Asp Leu Gin Ser lie 

50 55 60 

Tyr Arg Lys Ser Arg lie Leu Lys Val Asn 

65 70 



<210> 50 
<211> 552 
<212> PRT 

<213> Homo sapiens 
<220> - 

<223> 34 45829CD1 
<400> 50 

Met Ser Thr Phe Gly 
1 5 
lie Asp Glu Asp Glu 
20 

Lys Glu Leu Glu Arg 
35 



Tyr Arg Arg Gly Leu 
10 

Leu Leu Ala Ser Leu 
25 

Glu Leu Glu Asp lie 
40 



Ser Lys Tyr Glu Ser 
15 

Ser Ala Glu Glu Leu 
30 

Glu Pro Asp Arg Asn 
45 
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Asp Gin Axg Gly Leu His Ser Val Gly Arg Lys Asp Leu Ser Pro 
185 190 195 

Pro Gly Ala Gly Glu Pro 
200 



<210> 62 
<211> 329 
<212> PRT 

<213> Homo sapiens 
<220> - 

<223> 5578191CD1 
<400> 62 



Met 


Glu 


Asp 


Ser 


Glu 


Ala 


Val 


Gin 


Arg 


Ala 


Thr 


Ala 


Leu 


He 


Glu 


1 








5 










10 










15 


Gin 


Arg 


Leu 


Ala 


Gin 


Glu 


Glu 


Glu 


Asn 


Glu 


Lys 


Leu 


Arg 


Gly Asp 










20 










25 










30 


Thr 


Arg 


Gin 


Lys 


Leu 


Pro 


Met 


Asp 


Leu 


Leu 


Val 


Leu 


Glu 


Asp 


Glu 










35 










40 








45 


Lys 


His 


His 


Gly 


Ala 


Gin 


Ser 


Ala 


Ala 


Leu 


Gin 


Lys 


Val 


Lys 


Gly 










50 










55 








60 


Gin 


Glu 


Arg 


Val 


Arg 


Lys 


Thr 


Ser 


Leu 


Asp 


Leu 


Arg 


Arg 


Glu 


He 










65 










70 








75 


He 


Asp 


Val 


Gly 


Gly 


He 


Gin 


Asn 


Leu 


He 


Glu 


Leu 


Arg 


Lys 


Lys 










80 










85 






90 


Arg 


Lys 


Gin 


Lys 


Lys 
95 


Arg 


Asp 


Ala 


Leu 


Ala 
100 


Ala 


Ser 


His 


Glu 


Pro 
105 


Pro 


Pro 


Glu 


Pro 


Glu 


Glu 


He 


Thr 


Gly 


Pro 


Val 


Asp 


Glu 


Glu 


Thr 










110 










115 








120 


Phe 


Leu 


Lys 


Ala 


Ala 
125 


Val 


Glu 


Gly 


Lys 


Met 
130 


Lys 


Val 


He 


Glu 


Lys 
135 


Phe 


Leu 


Ala 


Asp 


Gly 
14 0 


Gly 


Ser 


Ala 


Asp 


Thr 
145 


Cys 


Asp 


Gin 


Phe 


Arg 
150 


Arg 


Thr 


Ala 


Leu 


His 
155 


Arg 


Ala 


Ser 


Leu 


Glu 
160 


Gly 


His 


Met 


Glu 


He 
165 


Leu 


Glu 


Lys 


Leu 


Leu 


Asp 


Asn 


Gly Ala 


Thr 


Val 


Asp 


Phe 


Gin 


Asp 










170 










175 










180 


Arg 


Leu 


Asp 


Cys 


Thr 
185 


Ala 


Met 


His 


Trp 


Ala 
190 


Cys 


Arg 


Gly 


Gly 


His 
195 


Leu 


Glu 


Val 


Val 


Lys 


Leu 


Leu 


Gin 


Ser 


His 


Gly Ala 


Asp 


Thr 


Asn 










200 










205 








210 


Val 


Arg Asp 


Lys 


Leu 


Leu 


Ser 


Thr 


Pro 


Leu 


His 


Val 


Ala 


Val 


Arg 










215 










220 










225 


Thr 


Gly Gin Val 


Glu 


He 


Val 


Glu 


His 


Phe 


Leu 


Ser 


Leu 


Gly 


Leu 










230 










235 








240 


Glu 


He 


Asn 


Ala 


Arg 


Asp 


Arg 


Glu 


Gly Asp 


Thr 


Ala 


Leu 


His 


Asp 










245 










250 










255 


Ala 


Val 


Arg 


Leu 


Asn 
260 


Arg 


Tyr 


Lys 


He 


He 
265 


Lys 


Leu 


Leu 


Leu 


Leu 
270 


His 


Gly Ala 


Asp 


Met 


Met 


Thr 


Lys 


Asn 


Leu 


Ala 


Gly 


Lys 


Thr 


Pro 










275 










280 










285 


Thr 


Asp 


Leu 


Val 


Gin 
290 


Leu 


Trp 


Gin 


Ala 


Asp 
295 


Thr 


Arg 


His 


Ala 


Leu 
300 


Glu 


His 


Pro 


Glu 


Pro 
305 


Gly 


Ala 


Glu 


His 


Asn 
310 


Gly 


Leu 


Glu 


Gly 


Pro 
315 


Asn 


Asp 


Ser 


Gly 


Arg 
320 


Glu 


Thr 


Pro 


Gin 


Pro 
325 


Val 


Pro 


Ala 


Gin 
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